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April 25, 2006 



Re: Japanese Patent Application No. 2002-048648 
YourRef: MS1-770JP 
OurRef: PH131254 

Title: Method and Apparatus for Creating and Playing 
Soundtracks in a Gaming System 
In the name of: MICROSOFT CORPORATION 



Dear Mr. Sponseller: 

This is to inform you that we received a first Official Notice of Rejection regarding the 
captioned application from the Japan Patent Office. The reasons are as stated in the Official 
Notice. 



Enclosed please find 

( * ) the Official Notice; and 
( * ) the cited references. 



The due date for responding to this rejection is June 28. 2006 . although a three-month 
extension of term can be obtained, if necessary. 

We will provide you with our comments in this regard as soon as we complete our review. 

Kindly acknowledge receipt of this letter by return facsimile. 

Very truly yours, 

Tani & Abe 

Ends. 



(Translation) 



OFFICIAL NOTICE OP REJECTION mailed on March 28, 2006 

Japanese Patent Application No. 2002-048648 



Reasons 



Reason 1: The present application is deficient in the points 
below. Therefore, the present application fails to conform to 
the requirements prescribed under Section 37 of the Japanese 
Patent Law. 



Reason 2 : The recitations of claims of the present application 
are deficient in the points below. Therefore, the present 
application fails to conform to the requirements prescribed under 
Section 36, Paragraph 6, Item 2 of the Japanese Patent Law. 

Reason 3: The present invention(s) as claimed in claim(s) set 
forth below would have been obvious to one having ordinary skill 
in the art, to which the inventions ( s ) pertain(s) , prior to the 
filing date of the present application, on the basis of an 
inventions ) described in the publication( s ) set forth below 
as distributed in Japan or foreign countries or an invention(s) 
made available to the public through the telecommunication line 
prior to the filing date of the present application . Therefore , 
the present invention(s) is (are) unpatentable under the 
provision of Section 29, Paragraph 2 of the Japanese Patent Law. 

Remarks (See a Reference List given below) 

A. Reason 1 

The substantial part of the inventions of claim 1 (and claims 
2 to 13 which depend on claim 1 and claims 39 to 41) comprises 
a memory; a processor coupled to the memory; and a console 
application stored in the memory and executable on the processor , 
the console application configured to create a soundtrack 
containing a plurality of audio tracks. However, the 
substantial parts of the inventions of claim 14, 21, 28, 34, 
42, claims 15 to 20 which depend on claim 14, claims 22 to 27 
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which depend, on claim 21, claims 29 to 33 which depend on claim 
28, claims 35 to 38 which depend on claim 34, and claims 43 to 
44 which depend on claim 42 differ from this substantial part 
of the inventions 1 to 13, and 39 to 41. In view of the above, 
the inventions of claims 14 to 38, and 42 to 44 fail to satisfy- 
any of the requirements prescribed under Section 37 , Items of 
the Japanese Patent Law. 

Since the present application violates the provision of 
Section 37 of the Japanese Patent Law, the inventions of the 
claims other than claims 1 to 13, and 39 to 41 have not examined 
as to the requirements other than those of Section 37 of the 
Japanese Patent Law. 

B. Reason 2 

(1) Present claim 1 recites "a game console, comprising: 
a memory; 

a processor coupled to the memory; and 

a console application stored in the memory and executable 
on the processor, the console application configured to create 
a soundtrack containing a plurality of audio tracks" . In this 
recitation, the claimed invention per se is directed to "the 
game console" which is categorized as a product invention. 
However, the claimed invention merely comprises "the memory", 
"the processor", and "the console application configured to 
create a soundtrack containing a plurality of audio tracks" as 
the constituent elements of the product invention. Thus, it 
is unclear technically what of the product invention is defined 
by the recitation "configured to create a soundtrack containing 
a plurality of audio tracks". 

Claims 2 to 13 add mere functional expressions or 
expressions of mere wishful thinking. Therefore, it is unclear 
what feature of "the game console" which is the product invention 
is defined and how it is defined. 

(The same rejection applies for claims 14 to 20) . 

(2) Present claim 39 recites "a user interface for a game 
console, comprising: 

a music collection menu configured to identify soundtracks 
that are currently available to play on the game console; and 

a soundtrack creation menu accessible from the music 
collection menu to create a soundtrack from one or more audio 
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tracks". However, from this recitation, it is unclear whether 
or not "the user interface" is categorized as a product invention. 
The content of the claimed invention is recited merely as 
"comprising . . . a . . . menu; and a . . . menu" . Thus, the category 
of the claimed invention is unclear. (Is it a method invention 
or a product invention?) . Further, the feature of the claimed 
invention is unclear, because claim 39 merely recites "comprising 
a ... menu" as the feature of the claimed invention. 

The same rejection applies for claims 40 and 41. 

Thus, the inventions of claims 1 to 13, and 39 to 41 are 
unclear. 

Incidentally, according to "the Japanese Patent Office, 
the Examination Guidelines , Part VII Examination Guidelines for 
Inventions in Specific Fields, Chapter 1 Computer 
Software -Related Inventions", such inventions are defined as: 

"'A computer-readable storage medium having a program 
recorded thereon * or * A computer-readable storage medium having 
structured data recorded thereon' where processing performed 
by a computer is specified by the data structure recorded thereon 
can be recited as ' a product invention ' in the claims , and " 1 a 
program' which specifies a multiple of functions performed by 
a computer can be recited as 'an invention of a product' in the 
claims " . 

However, present claims 27, 33, and 38 are formulated as 
quoting method inventions. Therefore, the categories of the 
claimed inventions are unclear, and the recitations of the 
claimed inventions are unclear as well. 

C. Reason 3 

1 . References 1 and 2 

References 1 and 2 below, which are publications as 
distributed in Japan, prior to the filing date of the present 
application, respectively disclose as follows. 

(1) Reference 1: "ASCII, the March issue, 2001 (The 
Anatomy of XBOX which is Inaccessible to the Readers of Game 
Magazines: The Latest Information of the War for TV Viewers 
at the Present Stage in 21st century" , ASCII Corporation. , March 
1, 2001, Vol. 25, No. 3, pages 249 to 264 
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On page 253, at right column, reference 1 discloses 
"equipped with a network function and an HDD as standard" . 

On page 254, at middle column, reference 1 discloses as 
follow: 

"Another interesting description is found in an 
illustration of a general outline of hardware of an Xbox. 'An 
MCPX' connected to 'an XGPU' is a chip into which a sound function 
(an APU) and an HDD/DVD interface, etc. are integrated. A bus 
connecting the MCPX with the XGPU is a full-duplex bus, each 
line of which bas has a bandwidth of 4 OOMB/ second. The 
full -duplex bus is capable of transmitting data from the MCPX 
to the XGPU, even while transmitting data from the XGPU to the 
MCPX. For example, even while the APU is receiving large volume 
data for playback of sound, a read operation from an HDD or an 
Ethernet to a memory can be carried out smoothly." (see also 
Fig. 1 on page 254 and its relevant description) 

On page 256, from middle column to right column, reference 
1 discloses as follows: 

"The Possibilities of the HDD - Storing Changes of the World : 

Questioner: I hear that the developers highly appreciate 
the fact that the Xbox has a built-in HDD as standard, from among 
the specifications of the Xbox. Can the developers make full 
use of the element such as the HDD which has not existed in a 
game machine so far? 

Yoshioka: All the same, the HDD is the most interesting 
feature of the Xbox . CPU performance and graphical performance 
of the Xbox are extremely high . The sound of the Xbox will become 
strong as well . " 

( 2 ) Reference 2 : Japanese Patent Application Laid-open 
No. 2000-228051 

Paragraphs [0011] to [0012] of reference 2 disclose as 
follows : 

"Fig. 1 is a block diagram which illustrates a 
configuration of a game device for carrying out the present 
invention in an embodiment. The game device comprises a main 
body 1, an input device 2, a CD-ROM 3, and a display 4. The 
main body 1 is provided with a CPU 100, an ROM 101, an RAM 102, 
an I /O110, and a drive 120. The input device 2 is provided with 
a movement key 201 and a selection key 202, and connected to 
the main body 1 by means of a cable. The CD-ROM 3 stores a game 
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program and. can be freely engaged with and disengaged from the 
drive 120. The display 4 is a TV receiver, and connected to 
the main body by means of an RF cable. • * * When a user sets the 
CD-ROM 3 in the drive 120 of the main body 1 and presses the 
selection key 202, the main body 1 is powered on. This enables 
the CPU 100 to read and carry out a boot program inside the ROM 
101, and consequently to carry out a game program recorded in 
the CD-ROM 3 . The game program is carried out in an interactive 
style with the user, and the user carries out input by means 
the input device 2 while viewing the display 4 . This type of 
game device is well known also as hardware. It can be safely 
said that this type of game device is considered as one of devices 
which are abundantly currently on the market. 

Paragraph [0013] of reference 2 discloses as follows: 
"Fig. 2 is an A- A expanded sectional view of Fig. 3. The 
CD-ROM 3 consists of a transparent resin layer 301 made of 
polycarbonate, a reflexive layer 302 made of aluminum, a 
protective layer 303, and a label 304 . In other words , the CD-ROM 
303 has a structure wherein the label 304 is pasted on a protective 
layer of a conventional CD-ROM. Audio information etc. 
including a game program is recorded on spiral tracks wherein 
lands and pits are aligned on the reflective layer 302. The 
tracks are divided into lead-in, data tracks, a plurality of 
audio tracks, and lead-out, like a conventional, general CD-ROM 
for a game. In the case of the embodiment, the data tracks are 
further divided into three partitions (referred to as a first 
partition, a second partition, and a third partition). It is 
a publicly-known technique that a CD-ROM has a multi-partition 
structure. Here, we have no intention to bring the subject of 
this feature, in particular. Further, publicly-known 
techniques such as a TOB and a partition map will not be mentioned 
here. Incidentally, a system program, a game program , a program 
which is necessary for carrying out a game, and data, etc. which 
will be discussed below are written on the third partition." 

Paragraph [0003] of reference 2 discloses that "a CD-ROM . . . 
and various other types of media such as DVD, DVD-R, etc. which 
have the same characteristics as a CD-ROM are present and expected 
to increase from now on" . 



2 . Comparison and Contrast 

In comparison of the present inventions of claims 1 to 



13, and. 39 to 41 with the inventions of references 1 and 2 above, 
the features of the present inventions of claims 1 to 13, and 
39 to 41 are unclear, as stated in Reason 2 above. Both of 
references 1 and 2 disclose a game console which comprises a 
memory, a processor, a CD/DVD, and its driver, as a built-in 
configuration. In particular, reference 2 discloses the 
feature(s) relating to a plurality of audio tracks. In view 
of the above, the same advantageous result as the present 
inventions of claims 1 to 13, and 39 to 41 is produced by the 
inventions of references 1 and 2. Thus, one skilled in the art 
could have easily arrived at the present inventions of claims 
1 to 13, and 39 to 41, based upon the inventions of references 
1 and 2 . 

With respect to the inventions ) of claims other than 
claims indicated in this Official Notice of Rejection, no ground 
for rejection has been found so far . If any ground for rejection 
is newly found, the rejection will be notified. 

In view of the above, one skilled in the art could have 
easily arrived at the present inventions of claims 1 to 13, and 
39 to 41 , based upon the inventions of references 1 and 2 . Thus , 
the present inventions of claims 1 to 13, and 39 to 41 are 
unpatentable under the provision of Section 29, Paragraph 2 of 
the Japanese Patent Law. 

Reference List 

Reference 1 : "ASCII, the March issue , 2001 (The Anatomy of XBOX 
which is Inaccessible to the Readers of Game 
Magazines : The Latest Information of the War for 
TV Viewers at the Present Stage in 21st century" , 
ASCII Corporation., March 1, 2001, Vol. 25, No. 
3, pages 249 to 264 

Reference 2: Japanese Patent Application Laid-open No. 
2000-228051 

Record of Search Result of Prior Art Literature 



Technical Field Searched 
IPC 



A63F 13/00 to 13/12 



Prior Art Literature 



This record of search result of prior art literature does 
not constitute reason for rejection. 
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